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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-18 are, drawn to a user-requested video program method and 
apparatus used to provide subscription-on-demand services for an 
interactive information distribution system by permitting the user to 
subscribe to a group of programs, classified in class 725, subclass 86. 

II. Claims 19-24 are, drawn to a billing method in a video distribution system 
used to provide dynamic pricing for information distributed, classified in 
class 725, subclass 1 . 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct if they do not overlap in 
scope and are not obvious variants, and if it is shown that at least one subcombination 
is separately usable. In the instant case, subcombination II has separate utility such as 
a method for dynamically pricing, independent of permitting a user to select 
programming packages. See MPEP § 806.05(d). 

The examiner has required restriction between subcombinations usable together. 
Where applicant elects a subcombination and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
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allowable subcombination will be examined for patentability in accordance with 37 CFR 
1 .104. See MPEP § 821 .04(a). Applicant is advised that if any claim presented in a 
continuation or divisional application is anticipated by, or includes all the limitations of, a 
claim that is allowable in the present application, such claim may be subject to 
provisional statutory and/or nonstatutory double patenting rejections over the claims of 
the instant application. 

Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 

different classification; 

(b) the inventions have acquired a separate status in the art due to their 

recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 

different classes/subclasses or electronic resources, or employing different 
search queries); 

(d) the prior art applicable to one invention would not likely be applicable to 

another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 

101 and/or 35 U.S.C. 112, first paragraph. 
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Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected invention. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1 .144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

During a telephone conversation with Eamon Wall on May 6th, 2008 a 
provisional election was made without traverse to prosecute the invention of 
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subcombination I, claims 1-18. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 19-24 are withdrawn from further consideration by 
the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected invention. 

DETAILED ACTION 

Claim Objections 

1 . Claim 7 is objected to because of the following informalities: In claim 7 applicant 
states the steps of, "sending a second menu applet from said subscriber equipment to 
said service provider equipment" where "decoding and executing said second menu 
applet" takes place "within said subscriber equipment". Based on the claim language 
there appears to be a misstatement of which device receives the applet to decode to be 
decoded. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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2. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knudson et al. (U.S. Patent No. 6,016,141) in view of Brown (U.S. Patent No. 
5,771,435). 

Regarding claim 1: Knudson discloses an interactive information 
distribution system containing service provider equipment and subscriber 
equipment that is interconnected by a communications network (see [fig. 1]), a 
method of providing a subscription-on-demand service for an interactive 
information distribution system comprising the steps of: packaging a number of 
programs into a programming packages; and enabling a subscriber to access 
any program within a subscribed programming package (see [abstract], [col. 1, II. 
57-63], [col. 3, II. 2-16], [col. 4, II. 58-65]). 

Knudson is silent on allowing a user to access a program in an on- 
demand basis. 

Brown however teaches a system that processes request for programming 
by providing the user with the option of near video on demand or video on 
demand (see [abstract], [col. 2, II. 14-23], [col. 2, II. 55-67], [col. 3, II. 31-51]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to provide a user with the option of receiving programming 
in an on-demand basis, as taught in Brown, when providing access to 
programming through subscription-on-demand services, as taught in Knudson, 
because providing users with videos in an on-demand basis is in accordance 



Application/Control Number: 10/689,005 Page 7 

Art Unit: 2623 

with providing an interactive services to simplify home entertainment by allowing 
viewers greater flexibility and control over content (see Brown: [col. 1, II. 23-24]). 

Regarding claim 2: Knudson in view of Brown discloses the method of 
claim 1 further comprising the step of: enabling a consumer to select a 
programming package and subscribe to the selected programming package for a 
predefined price and thereby become said subscriber (see Knudson: [fig. 6, items 
92, 98 and 114], [col. 3, II. 9-16], [col. 6, II. 55-57]). 

Regarding claim 3: Knudson in view of Brown discloses the method of 
claim 1 wherein a subscriber is limited to on-demand access to on-demand 
programs within the subscribed programming package only during predefined 
time periods without incurring an additional fee (see Knudson: [col. 6, II. 22-27], 
[col. 8, II. 58-63]). 

Regarding claim 4: Knudson in view of Brown discloses the method of 
claim 1 wherein said on-demand programming within said programming package 
is defined by the subscriber (see Knudson: [col. 5, II. 13-24], [col. 6, II. 33-35]. 

Regarding claim 5: Knudson in view of Brown discloses the method of 
claim 1 wherein the programming packages are arranged in a hierarchical format 
having subsets of programming packages within a programming package to 
enable a viewer to subscribe to a programming package subset without 
subscribing to an entire programming package (see Knudson: [fig. 7], [fig. 8], [col. 
5, II. 13-24], [col. 6, II. 4-35], [col. 6, II. 33-35]). 
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Regarding claim 6: Knudson in view of Brown discloses the method of 
claim 1 wherein a consumer selects a programming package and subscribes 
thereto by manipulating a graphical user interface (see Knudson: [fig. 2], [fig. 6], 
[col. 1, II. 57-63]). 

3. Claims 7-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knudson et al. in view of Brown and Goode et al. (International Pub. No. 98/19459). 

Regarding claim 7: Knudson in view of Brown discloses in an interactive 
information distribution system containing service provider equipment and 
subscriber equipment that is interconnected by a communications network, a 
method of providing a subscription-on-demand service for an interactive 
information distribution system comprising the steps of: sending from said service 
provider equipment to said subscriber equipment a first menu applet; decoding 
and executing said first menu applet within said subscriber equipment to display 
a first interactive graphical user interface; selecting, through manipulation of the 
first interactive graphical user interface, a subscription option (see [fig. 7] for a 
menu applet; see also [col. 3, II. 45-62] transmitting data between the distribution 
facility and user equipment; [col. 3-4, II. 63-3] for decoding by demodulation, the 
transmissions; [col. 4, II. 42-47], [col. 4, II. 58-65] for displaying an executed GUI 
received from the received transmissions which the user can select from); 
sending a second menu applet from said subscriber equipment to said service 
provider equipment; decoding and executing said second menu applet within 
said subscriber equipment to display a second interactive user interface through 
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which the subscriber can select a subscription program for viewing (see [fig. 8] in 
view of the process for the first said GUI); if said subscriber is not said current 
subscriber, sending a third menu applet from said subscriber equipment to said 
service provider equipment; and decoding and executing said third menu applet 
within said subscriber equipment to display a third interactive user interface 
through which the subscriber can become a subscriber to the selected service 
(see Knudson: [fig. 9], [col. 2, II. 53-56], [col. 7, II. 49-57] in view of the process 
for the first GUI). 

Knudson is silent on a signal indicative of said selected subscription option 
from said subscriber equipment to said service provider equipment; and 
determining within said subscriber equipment if the subscriber is a current 
subscriber to said service identified by said selection signal. 

Goode however teaches an information server that provides data streams 
in response to selection request (which reads on a signal) for information from an 
interactive network interface after authenticating a terminal account (which reads 
on a subscription) (see [fig. 1], [pp. 5, II. 12-13], [pp. 5-6, II. 33-2], [pp. 6-7, II. 24- 
6])- 

At the time the invention was made it would have been obvious to one of 
ordinary skill in the art to use a selection signaling mechanism such as a 
information request to indicate a request for information prior to validating a user, 
allowing the user to receive data, as taught in Goode, when providing 
subscription on-demand services, as taught in Knudson, because some form of 
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signaling mechanism is required to convey the user's selection via a graphical 
user interface to a remote device such as an information server and because 
some form of validation technique is necessary to provide security to the 
interactive information distribution system (see [pp. 1, II. 32-33]). 

Regarding claim 8: Knudson in view of Brown and Goode discloses the 
method of claim 7 wherein second menu applet is connected to other menu 
applets that provide interactive displays of categories of services, titles of 
programs available in each category, and program pricing for each tile (see 
Knudson: [col. 3, II. 9-16], [col. 4, II. 32-37], [col. 4, II. 42-47], [col. 4, II. 58-65]). 

Regarding claim 9: Knudson in view of Brown and Goode discloses the 
method of claim 7 further comprising the step of: if a new subscription is created, 
updating a subscription database within said service provider equipment to 
identify the subscriber as a subscriber to the selected service (see Knudson: [fig. 
6], [col. 3, II. 22-31], [col. 6, II. 42-51] for service provider equipment database 
that is updated as indicated by it updating the user equipment database). 

Regarding claims 10 and 11: Knudson in view of Brown and Goode 
teaches authorizing a user to subscribe on-demand to programming and 
programming packages through the use of a graphical user interface (GUI) and 
performing some action in response (see Knudson: [fig. 2], [fig. 6], [fig. 7], [col. 3, 
II. 27-31], [col. 4, II. 42-47], [col. 4, II. 58-65]) but does not disclose the method of 
claim 7 further comprising the step of: if a subscriber requests a new 
subscription, sending a fourth menu applet from said service provider equipment 
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and decoding and executing said fourth menu applet within said subscriber 
equipment to display a menu that requests a personal identification number (PIN) 
or master PIN for said subscriber. 

Goode teaches an access authorization routine which request a personal 
identification number (PIN) or master PIN using an interactive graphical method 
which is executed upon a customer requesting access to information on an 
information distribution system (see [fig. 3 items 326 & 328], [pp. 2-3, II. 33-32], 
[pp. 6-7, II. 24-6]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to execute a routine capable of using an interactive 
graphical method to require a user to enter a PIN or master PIN, as taught in 
Goode, when authorizing a user to subscribe to on-demand programming and 
programming packages, as taught in Knudson, because it is often necessary to 
provide system security for interactive information distribution systems (see [pp. 
1,11.32-33]). 

Regarding claim 12: Knudson in view of Brown and Goode discloses the 
method of claim 7 wherein the subscriber selects programming for a personal 
subscription-on-demand service and a personal subscription-on-demand option 
is included in said display produced from said first menu applet (see Knudson: 
[fig. 8] where an option selected is included in a package which can be selected; 
see also [col. 6, II. 22-35] for alternative subscription on-demand options). 
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Regarding claim 13: Knudson in view of Brown and Goode discloses the 
method of claim 7 wherein said subscription-on-demand services are arranged in 
a hierarchical structure (see Knudson: [fig. 7], [fig. 8] for a hierarchal structure 
including a parent category with a subset of categories within the parent 
category; see also Knudson: [col. 1, II. 40-41], [col. 6, II. 4-35]). 
4. Claims 14-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knudson et al. in view of Goode et al. 

Regarding claim 14: Knudson discloses a method of providing a 
subscription-on-demand service for an interactive information distribution 
system comprising the steps of: providing a programming selection menu 
through which a subscriber selects programming for a personal subscription-on- 
demand service; selecting programming to define said personal subscription-on- 
demand service; and accessing programming for a predefined price and period 
(see [fig. 2], [figs. 6-8], [col. 3, II. 9-16], [col. 4, II. 58-65], [col. 6, II. 29-31]) 

Knudson is silent on storing programming identification codes associated 
with said selected programming and a subscriber identification number; 
enabling said subscriber, through use of said subscriber identification number, 
to access said personal subscription-on-demand service by paying a single 
predefined price for access to the programming identified by the programming 
identification codes for a predefined period. 

Goode teaches storing programming identification codes associated with 
said selected programming (such as MPAA ratings) and a subscriber 



Application/Control Number: 10/689,005 Page 13 

Art Unit: 2623 

identification number; and accessing said programming through the use of said 
subscriber identification number (see [figs. 2-5], [pp. 2-3, II. 33-5], [pp. 3, II. 6- 
32], [pp. 3-4, 11.32-1]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to associate some form of program identification code 
with a subscriber identification number such as a PIN where said association 
determines access, as taught in Goode, when providing subscription on- 
demand services, as taught in Knudson, because providing a PIN which can be 
associated with particular programming provides more flexible and useful 
security measures such as customizable access (see [pp. 2, II. 9-12]). 

Regarding claim 15: Knudson does not disclose the method of claim 14 
wherein said subscriber identification number is one of a personal identification 
number, a terminal identification number, or an account number. 

Goode teaches where a subscriber can be identified using a PIN, 
terminal identification number, or an account number (see [fig. 1 items 102 & 
104], [pp. 2-3, II. 33-5], [pp. 6-7, II. 24-1]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to user other forms of identification such as PIN, terminal 
identification number or account number, as taught in Goode, when providing 
subscription on-demand services, as taught in Knudson, because providing a 
alternate forms of identification provides more flexible and useful security 
measures (see [pp. 2, II. 9-12]). 
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Regarding claim 16: Knudson discloses apparatus for providing 
subscription-on-demand services within an interactive information distribution 
system comprising: service provider equipment containing an information server 
and a video session manager (see [fig. 1 items 22, 24, 26]; see also [col. 1,11. S- 
18], [col. 1, II. 26-28], [col. 1, II. 44-46], [col. 2, II. 9-18], [col. 3, II. 37-39] for a 
program guide system which reads on a video session manager); subscriber 
equipment containing a subscriber terminal and a display unit, where the 
service provider equipment is connected to the subscriber equipment by a 
communications network (see [fig. 1, item 32]); and said video session manager 
sends a plurality of executable menu applets to said subscriber terminal, said 
terminal executes each of said menu applets to generate interactive graphical 
user interface displays through which a subscriber selects a service; if the 
subscriber is said current subscriber of the selected service, the subscriber can 
select a subscription program for viewing; if said subscriber is not said current 
subscriber, the subscriber can become a subscriber to the selected service (see 
[abstract], [col. 1, II. 57-63], [col. 3, II. 2-16], [col. 3, II. 27-31] [col. 4, II. 58-65], 
[col. 8, II. 58-63]; see [fig. 7] for a menu applet; see also [col. 3, II. 45-62] 
transmitting data between the distribution facility and user equipment; [col. 3-4, 
II. 63-3] for decoding by demodulation, the transmissions; [col. 4, II. 42-47], [col. 
4, II. 58-65] for displaying an executed GUI received from the received 
transmissions which the user can select from). 
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Knudson is silent on the subscriber terminal sending a service request to 
said session manager for processing. 

Goode however teaches an information server and session manager that 
provides data streams in response to selection request (which reads on a signal) 
for information from an interactive network interface used to communicate the 
selection to the provider (see [fig. 1 items 102 & 104], [pp. 3, II. 6-34], [pp. 5, II. 
12-13], [pp. 2-3, II. 33-5], [pp. 6-7, II. 24-1]). 

At the time the invention was made it would have been obvious to one of 
ordinary skill in the art to use a selection signaling mechanism such as a 
information request to indicate a request for information, allowing the user to 
receive data, as taught in Goode, when receiving user selections indicating 
preferred subscription on-demand services, as taught in Knudson, because some 
form of signaling mechanism is needed to convey the user's selection via a 
graphical user interface to a remote device. 

Regarding claim 17: Knudson discloses the apparatus of claim 16 
wherein the subscriber terminal decodes and executes the applets that are sent 
by the session manager to produce said interactive graphical user interface 
displays (see [fig. 2], [figs. 7-9], [col. 3-4, II. 63-3], [col. 4, II. 32-37], [col. 4, II. 42- 
47] for demodulating and displaying a GUI). 

Knudson is silent on sending to the video session manager selection 
signals indicative of a selected option within said interactive graphical user 
interface displays. 
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Goode however teaches an information server that provides data streams 
in response to selection request (which reads on a signal) for information from an 
interactive network interface used to communicate the selection to the provider 
(see [fig. 1 items 102 & 104], [pp. 3, II. 6-34], [pp. 5, II. 12-13], [pp. 2-3, II. 33-5], 
[pp. 6-7, 11.24-1]). 

At the time the invention was made it would have been obvious to one of 
ordinary skill in the art to use a selection signaling mechanism such as a 
information request to indicate a request for information allowing the user to 
receive data, as taught in Goode, when providing subscription on-demand 
services, as taught in Knudson, because some form of signaling mechanism is 
required to convey the user's selection via a graphical user interface to a remote 
device. 

Regarding claim 18: Knudson discloses the apparatus of claim 16 
wherein said video session manager, to provide security and system 
administration (see [col. 3, II. 22-31] but is silent on accessing a personal 
identification database, a terminal identification database, and a subscriber 
database that are contained in a network manager. 

Good teaches where a subscriber can be identified using a PIN, terminal 
identification number, or an account number (see [fig. 1 items 102 & 104], [pp. 
2-3, II. 33-5], [pp. 6-7, II. 24-1], [col. 7, II. 6-9]). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to user other forms of identification such as PIN, terminal 
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identification number or account number stored in a look-up-table, as taught in 
Goode, when providing authorization techniques for subscription on-demand 
services, as taught in Knudson, because providing a alternate forms of 
identification provides more flexible and useful security measures (see [col. 1, II. 
52-56]). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Thomas whose telephone number is (571) 270- 
5080. The examiner can normally be reached on Mon. - Thurs., 8:00 a.m. - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Koenig can be reached on (571) 272-7296. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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